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1937 Present: Abrahams C.J. 

A B D U L AZIZ v. M O H A M E D BUHARY.. 

447—P. C. Colombo, 4,593. 

Trade Marks Ordinance, No. 15 of 1925—Registration of silver medals—Device of 
pagoda and Panchayuda—Sole of medals with similar device—No 
infringement of trade mark—Ordinance No. 13 of 1888, ss. 3 and 4. 

Where a person registered under the Trade Marks Ordinance a trade 
mark in respect of silver medals,, consisting of two spade-shaped shields 
oh one of which was displayed the device of a pagoda and on the other 
a swastika and five weapons known as Panchayuda. 

Held, that the sale of medals with the device of a dagoba on one side 
and the Panchayuda on the other did not constitute an infringement of 
the trade mark as the device was not used qua trade mark but as part 
of the medals. y 

A trade mark registered in respect of silver medals does not extend to 
medals made of any other metal. 

^ P P E A L from a convict ion by the Pol ice Magistrate of Colombo. 

On March 31, 1928, She ik D a w o o d of Colombo registered a trade mark 
for fourteen years . The trade mark consisted of t w o spade-shaped shields. 
In the centre of one shield w a s depicted a pagoda and on the other a 
swastika and five weapons . For a number of years She ik D a w o o d sold 
a number of medals cal led panchayuda w i t h the pagoda on one side, and a 
large number of medals w i t h the subst i tut ion of a dagoba instead of the 
pagoda. It w a s a l leged against the accused that for some years h e w a s 
in the habit of purchasing She ik Dawood's medals , but in October, 1936, 
h e ceased to b u y t h e m . a n d shortly afterwards began to sell medals w h i c h 
w e r e almost an exac t replica of the panchayuda w i t h the dagoba. These 
medals w e r e made of brass and they w e r e faced w i t h some metal l ic 
substance w h i c h gave t h e m a s i lvery appearance. 

H. V. Perera, K.C. ( w i t h h im Rehganathan), for accused, appellant,— 
The prosecution is based on a misconcept ion of the meaning of a trade 
mark. T h e proprietor of a registered trade mark has a right to prevent 
others from using the mark qua trade mark and not o therwise (Farina v. 
Silverlock'). A person might register a design of a clock as the trade 
mark of his manufac ture of clocks, but this does not ent i t le h im to 
prevent the sale of c locks b y another man. The- accused sold some 

1 (1856) 6 De O. H. <k O. 214 (1). 
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medals w i t h the same symbol s w h i c h are marks of good luck. 
The va lue of the m e d a l s l ies in the symbols . M e r e l y because the s y m b o l s 
had been registered, the complainant cannot h a v e a monopo ly of t h e trade. 

Sect ion 4 of the Merchandise Marks Ordinance, 1888, g ives the definition 
of goods. Sect ion 0 deals w i t h the mariner in w h i c h an appl icat ion should 
b e made. The goods must ex i s t independent of the trade mark. T h e 
trade mark must not be the goods t h e m s e l v e s (N animal Khemchand v. 
The Bombay Company, Ltd.', James v. Parry *). 

What w a s registered is diffierent from the des ign used. Probably h e 
could not register the dagoba. T h e accused had used the des ign but not 
the trade mark. 

The registration w a s w i t h respect to s i lver m e d a l s and not for ones 
m a d e w i t h base meta ls (Jay v. Ladler'). 

There must be ev idence that the people w e r e dece ived (Kerly on Trade 
Marks (5th ed.), pp. 563-564). 

Hayley K.C. (w i th h im Choksy), for complainant , re spondent .—Powel l 
v. The Birmingham. Vinegar Brewery Company, Ltd.', dea ls w i t h the 
" pass ing off " of goods. 

[ A B R A H A M S C.J.—Could not the defence of the accused be that the 
complainant is us ing h i s des ign.?] 

There is the registration. The accused denied that h e had those medals . 
The w h o l e of his conduct w a s suspicious. The compla inant had h i s trade 
mark registered under the Trade Marks Ordinance, 15 of 1925. 

| A B R A H A M S C.J.—How w a s the trade mark descr ibed ?] 
There w a s no obl igation to describe the trade mark. T h e compla inant 

had used the pagoda and the dagoba. It is immater ia l w h a t it was , as 
the quest ion is w h e t h e r the accused had infr inged the complainant 's 
mark. 

Forging a trade mark is defined in sec t ion 5 (a) of the Ordinance, and t h e 
accused is charged under sect ion 3 (1) ( b ) . U n d e r these sect ions it i s 
immater ia l w h e t h e r the compla inant sold any m e d a l s or not. It i s 
enough if the accused is s h o w n to h a v e m a d e use of it in such a w a y as 
calculated to dece ive the public. The registrat ion takes the p lace of 
publ ic user. A person m a y m a k e use of a port ion of t h e trade mark. 
That only lessens the protect ion. T h e Merchandise Marks Ordinance. 
1888, m u s t be read w i t h the Trade Marks Ordinance, No . 15 of 1925. 
T h e sect ion 39 et. seq. of the latter Ordinance re lates to the effect of 
registrat ion (Kerly on Trade Marks p. 493). N o author i ty has b e e n 
quoted that the w h o l e of the trade mark m u s t b e in o n e plane. There 
is noth ing to prevent the complainant put t ing one on each side.. T h e 
o w n e r c a n vary it. 

There is no registrat ion of trade m a r k s . i n India and, therefore, t h e 
Indian cases w i l l not he lp the Court. 

It is immater ia l w h e t h e r the meda l s w e r e so ld because of the des ign or 
not . It is l eg i t imate to put h i s mark on the w h o l e thing. H e m a y h a v e 
the e m b l e m w i t h o u t the swastika. Th i s m e d a l h a s al l the requis i tes 
necessary under the Trade Marks Ordinance. 

1 (1914) 15 The Criminal Law Journal of *(1888) 6 Pat. cat. 136. 
India, 670; A.I. R. (1914) Sind. 109. * (1897) 14 Pat. ais. 720 at 730. 

1 (1885) 3 Pat. caa. 340. 
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[ A B R A H A M S C . J . — A photograph m a y be attached to a b o x of chocolates, 
but y e t anyone can sell the photograph wi thout the chocolates.] 

The shape has nothing to do in that case. If there w a s a medal of the 
s ize of a five-shill ing piece, the public m a y demand it because of the trade 
mark and use it as a charm (Young v. Cook'). 

The accused has deceived not only as regards the trade mark, but w i t h 
regard to the mater ia l as wel l . 

The w h o i e of the passing off is a quest ion of fact (Reddaway v. Banltam'; 
Powell v. The Birmingham Vinegar Brewery Company, Ltd."). 

This penal Ordinance is main ly for the protection of the public and not 
for the protection of a f ew traders. 

[ A B R A H A M S C.J.—You cannot contend about the s i lver.] 
O n the technical side I cannot. 

M V. Perera, K.C. in reply .—The area covered by the civil action and 
that by the criminal action of passing off is not the same. The criminal 
act ion does not deal w i t h the ge t up. 

The application for the registration m u s t refer to the goods. Consider 
the Monkey Brand case. The trade mark m u s t be independent of the 
goods. It is not certain w h e t h e r there is any legislation in India w i t h 
regard to the registration of trade marks. 

In India the c ivi l l aw of trade is w e l l deve loped and an application for 
a trade mark is immater ia l . The w o r d panchayuda re lates to the charm 
itself. 

The shape is characterist ic of the thing itself. It is not something 
applied to it. A p iece of meta l w i l l not h a v e a sale at all. The market 
and the saleabi l i ty depends on the des ign only. 

In the case of. the Valentine Meat Juice case the n a m e i became asso­
ciated w i t h t h e . manufacture itself. H e n c e if anyone bought it, h e 
w a s be l ieved to h a v e bought the one manufactured by that company. 
(Whitstable Oyster Fishery Company v. Hayling Fisheries Ltd. and George 

Tabor1; Felc. v. Christopher Thomas and Brothers Ltd.'). 

Cur. adv. vult. 

October 8, 1937. A B R A H A M S C.J.— 

This case has led to a very interest ing argument in trade mark law and 
h a s b e e n v e r y ably presented, as o n e w o u l d expect , b y b o t h n h e learned 
Counsel engaged. The appel lant w a s charged in the Pol ice Court of 
Colombo as fo l lows -.— 

(a) w i t h fa lse ly apply ing to good's a mark so near ly resembl ing Trade 
Mark N o , 4,236 as to b e calculated .to dece ive and thereby 
commit t ing an offence against sect ion 3 (1) (b) punishable under 
section 3 (3) of Ordinance N o . 13 of 1888 ; or a l ternat ive ly w i t h 
causing to b e appl ied to goods a mark so nearly resembl ing the 
said trade mark as to be calculated to dece ive and thereby 
commit t ing an offence against sect ion 3 (1) (b ) read wi th (f) 
punishable under section 3 (3) of the said Ord inance ; 

• \UT7) 47 L. J. M. C. 28. ' U897) 14 Pat. cat. 720 at 727 
' (1896) 13 Pat. cos. 218 at 224. ' U901) 18 Pat. caa. 434 at 445. 

5 (2903) 21 Pat. cos. 85. 
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(b) w i t h apply ing a fa lse trade descript ion to goods and thereby c o m ­
mit t ing an offence against sect ion 3 (1) (d) read w i t h sec t ion 4 (2) 
punishable under sect ion 3 (3) of the said Ordinance ; or a l terna­
t ive ly w i t h caus ing to b e appl ied to goods a fa lse t rade 
description and thereby commit t ing an offence against sec t ion 
3 (1) (d) and (f) read w i t h sect ion 4 (2) puni shab le under sec t ion 
3 ( 3 ) thereof ; 

(c ; w i t h se l l ing or expos ing for sa le or h a v i n g in h i s possess ion for sa l e 
goods to w h i c h a fa lse trade descript ion w a s a p p l i e d ; or a l terna­
t ive ly to w h i c h a mark so near ly r e s e m b l i n g Trade Mark 
No. 4,236 as to be calculated to dece ive w a s appl ied and t h e r e b y 
commit t ing an offence against sect ion 3 (2) of t h e said Ordinance 
punishable under sect ion 3 (3) thereof. 

H e w a s convicted on the first count a l ternat ive ly , o n t h e s econd count 
al ternat ive ly , and on count three and w a s fined Rs. 50 o n each count (i.e., 
Rs. 150 in the aggregate) or in defaul t s ix w e e k s ' r igorous impr i sonment . 

The facts w h i c h led to h i s prosecut ion are as f o l l o w s : — O n March 31, 
1928 o n e She ik D a w o o d of Colombo reg is tered a trade mark for fourteen 
years . The certificate of regis trat ion s h o w s that t h e trade m a r k cons i s ted 
of t w o spade-shaped shie lds about one inch long b y three quarters of a n 
inch broad, s ide by side. In the centre of the left h a n d sh ie ld is p e r m a ­
n e n t l y portrayed a pagoda, and on t h e other sh ie ld is por trayed so as t o 
occupy a considerable port ion of its surface a swas t ika and five w e a p o n s . 
It w a s g i v e n in e v i d e n c e that the swas t ika and t h e five w e a p o n s h a d 
associat ions sacred to m e m b e r s of t h e B u d d h i s t fa i th. T h e trade m a r k 
w a s s tated to be reg is tered in respect of s i lver meda l s . It s e e m s ra ther 
remarkable that a trade m a r k w h i c h is in tended m e r e l y to d e s i g n a t e t h a t 
t h e goods t o - w h i c h it is a t tached are the goods produced of a part i cu lar 
manufacturer or o w n e d by a dea ler should, in th i s case, cons i s t of s u c h 
a large n u m b e r of e laborate ly arranged objects , and that , in t h e w o r d s 
of a w i t n e s s from t h e Regis trar-General ' s Office, b o t h faces of t h e m e d a l 
should b e regis tered, and it s e e m s to m e to b e obv ious f r o m t h e o u t s e t 
that these pecular i t ies h a d a bear ing o n the in tent ions of t h e m a n u f a c ­
turer w h e n h e reg is tered t h e mark. For a n u m b e r of y e a r s S h e i k D a w o o d 
sold a large n u m b e r of m e d a l s w i t h t h e pagoda on o n e s ide and t h e 
swas t ika and five w e a p o n s on the other, and a large n u m b e r of m e d a l s 
the s a m e as these but for the subst i tut ion of a dagoba for t h e p a g o 3 a . 
S o m e of the m e d a l s w e r e m a d e of s i lver , s o m e others of w h a t is d e s c r i b e d 
in t h e e v i d e n c e but n o t e x p l a i n e d a s a lpaca s i lver . It w a s g i v e n i n 
e v i d e n c e by S h e i k Dawood' s a t torney and m a n a g e r A b d u l A z e e z that 
m o s t l y S i n h a l e s e B u d d h i s t s b u y t h e m e d a l s , a n d that t h e y -buy t h e m for 
their chi ldren, and that t h e y are so ld as " P a n c h a u d a " , that i s to s a y , 
five w e a p o n s . It w a s g i v e n in e v i d e n c e b y a vedara la that b y i tself t h e 
swas t ika is t h e s ign of luck a m o n g Buddhis t s , a n d that t h e " P a n c h a u d a " 
has s o m e curat ive effect w h e r e m e d i c i n e s fail . I th ink t h e n it is m a n i f e s t 
that t h e d e m a n d for these meda l s , w h i c h , according to A b d u l A z e e z w e r e 
so ld at 60 cent s for t h e s i lver s p e c i m e n s and 25 c e n t s for t h e a lpaca 
s i lver spec imens , w e r e for the ir u se m a i n l y as c h a r m s t h o u g h t h e y m a y 
h a v e h a d a certa in ornamenta l qua l i ty w h i c h poss ib ly m a d e t h e m 
attract ive . 
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It w a s a l leged against the appel lant that for some years he w a s in the 
habit of purchasing Sheik Dawood's medals , but in October, 1936, h e 
ceased to buy them and shortly afterwards began to sell medals which 
w e r e almost an exact replica of the " P a n c h a u d a " and dagoba sided 
meda l s wh ich he had hitherto purchased from the complainant. These 
m e d a l s w e r e made of brass and they w e r e faced wi th some metal l ic 
substance wh ich gave them a s i lvery appearance. 

N o w , deal ing w i t h the first charge a point has been raised b y the 
appellant, wh ich is immediate ly fatal to the conviction on that count. It 
is pointed out that the trade mark is registered in respect of s i lver medals 
only and therefore cannot ex tend to medals made of any other metal , 
precious or base. This point w a s raised in the Pol ice Magistrate's Court, 
but the learned Pol ice Magistrate wa ived it aside denouncing it as an 
e x t r e m e l y technical defence which , in his opinion, should not be seriously 
considered. It is, of course, ex tremely technical, but w h y the learned 
Magistrate disposes of it in that summary w a y I do not understand. 
H e ought to have appreciated that the application of Sheik D a w o o d 
meant w h a t it said and that h e did not use the express ion " m e d a l s " 
simpliciter or " medals of every m e t a l " as h e might have done. Learned 
Counsel for the respondent admits quite freely that unless s i lver can be 
ex tended to m e a n brass s i lvered over (and he does not suggest that it can) 
the appel lant is ent i t led to succeed on that ground. 

There is, however , a further ground upon w h i c h it is argued by the 
appel lant that h e is ent i t led to an acquittal not only in respect of this 
count but in respect of the others as we l l . H e c la ims that he did not use 
the complainant's trade mark as a trade mark but that the device w h i c h 
w a s engraved upon the meda l s became part of the goods and w a s not 
engraved as a trade mark, that is to say, as a mark attached, or to use 
the words of the Ordinance " applied to. the goods " (i.e., the mere plain 
meta l tablet) to indicate that the goods w e r e those produced by a 
particular manufacturer in dist inction to similar wares produced by 
other firms. 

N o w sect ion 3 (1) (b) of the Merchandise Marks Ordinance penal izes any 
person w h o fa lse ly applies to goods any trade mark or any mark so nearly 
resembl ing a trade mark as to be calculated to dece ive , and it s eems to me, 
on analysis , to m e a n this , that a person applies to goods the trade mark of 
another person or some mark which appears to be the trade mark of 
another person in such a w a y as to lead the public to be l ieve that that 
mark has been appl ied to the goods qua trade mark, that is to say, to 
indicate that the goods on w h i c h the mark appears are the goods of some 
particular person. B u t has the trade mark of the complainant been 
applied to the meta l tablet in such a w a y as to- suggest to the public that 
t h e meta l tablet is. the manufacture of She ik D a w o o d ? I cannot admit 
that for a moment . In v i e w of the insignificance of the tablet itself, the 
n u m b e r and distribution and sacred associations of the objects in the 
device , and the ev idence g i v e n as to the reasons for w h i c h m e m b e r s of the 
publ ic purchase the m e d a l s so engraved, I can only come to one conclu­
s ion and that is that the metal, tablets are m e r e l y of importance for the 
purpose of d isplaying the dev ice and that is the reason w h y the meda l s 
are purchased. Looked at- in another w a y , the dev ice and the tablet 
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upon w h i c h it is engraved combine to form a " charm " or an ornament , 
and the dev ice loses i ts d i s t inguish ing characterist ic of a trade m a r k "(if 
indeed it w a s ever intended to h a v e that characterist ic by the compla inant 
i tself) and becomes a part of the goods to w h i c h it is applied. I a m 
therefore of opinion that for this reason also the appel lant is en t i t l ed to 
acquittal on the first count. 

The same reasoning w h i c h re l ieves the appel lant from l iabi l i ty in 
respect of count one, also c learly appl ies to count two . T h e w o r d i n g of 
sect ion 4 (2) under w h i c h i t i s sought t o br ing h o m e l iabi l i ty to t h e 
appel lant m a k e s it a false trade descript ion to apply to goods " any s u c h 
figures, words , or marks , or arrangement or combinat ion thereof, w h e t h e r 
inc luding a trade m a r k or not, as are reasonably ca lculated to lead 
persons to be l i eve that the goods are the manufac ture or merchand i se of 
s o m e person other than the person w h o s e manufac ture or merchandi se 
t h e y real ly are ". It is obv ious that w h a t is in tended by th i s provis ion 
of law is the application to goods of s o m e figures, words , or marks , placed 
on the goods for the same purpose as a trade mark and not p laced there 
so as to become part of the goods themse lve s , as for ins tance t h e pat tern 
on a w a l l paper, or the chas ing of figures, or of an ornamenta t ion upon a 
meta l vase, so as to form w i t h the goods upon w h i c h they are p laced s o m e 
n e w combinat ion as in this case, w h e r e a v d e v i c e engraved u p o n a meta l 
tablet m a k e s a charm. In th i s connec t ion a n Indian case h a s b e e n c i ted 
to m e w h i c h bears a remarkable resemblance to this case. In v Narumal 
Khemchand v. The Bombay Company, Ltd.1, H a y w a r d J.C. and B o y d A.J.C. 
held that a person w h o imported chintz printed w i t h a part icular des ign 
or pattern s imilar to other chintz imported by another firm w a s not 
gu i l ty of apply ing a false trade descript ion to goods under sect ion 41 of 
the Indian Merchandise Marks Act , 1889. This sect ion is ident ical w i t h 
sect ion 4 (2) of the Cey lon Ordinance. T h e Court said, " T h e des ign or 
pattern m a k e s the chintz at tract ive for sale and is part and parcel of the 
goods themse lves . W h e r e a s w h a t appears to us to b e contempla ted b y 
the sect ion is the appl icat ion of s o m e i n d e p e n d e n t marks ca lculated to 
lead persons, to be l i eve the goods to be the merchand i se of s o m e o ther 
person ". This reasoning appl ies to the case before m e w i t h e v e n greater 
s trength, s ince purchasers of ch intz w a n t e d chintz and m e r e l y se lec ted 
that particular chintz because of the at tract ive pattern. W h e r e a s 
persons in Colombo b u y i n g " P a n c h a u d a " m e d a l s w e r e pr imari ly pur­
chas ing t h e m because of the des ign, and t h e y m e r e l y looked upon the 
meda l itself as the m e d i u m to enable t h e m to purchase the des ign. In 
other w o r d s the m e d a l w a s the subordinate considerat ion. 

A n u m b e r of Engl i sh decis ions on pass ing off cases w e r e c i ted, but t h e y 
do not he lp t o i n t e r p r e t 1 th i s Ordinance . A pass ing off act ion is no t 
unfami l iar in this country and it m a y be, I give' no opin ion on this point, 
that the complainant had his r e m e d y in that connect ion , but t o say that 
one m a n has imitated the goods of another is not the s a m e as s a y i n g that 
h e has applied somebody else's trade mark to his o w n goods or g i v e n a 
fa lse trade descript ion to t h e m . 

T h e second count also fai ls and t h e third count automat ica l ly fo l l ows 
i t . I quash the convic t ions and acquit the appel lant . 

Convictions quashed. 
A.I. R. (1914) Sind. 109. 


